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IN THE UNITED STATES TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Reg. No. 2,227,005

Trademark: GO GIRL

________________________________________________

)

NOR-CAL BEVERAGE CO., INC. )

)

Petitioner And Counterclaim Defendant, )    Cancellation No. 92048879

)

                      v. )

)

IRENE J. ORTEGA, dba GOGIRL ACTIVEWEAR )

)

Respondent And Counterclaim Plaintiff. )

________________________________________________)

PETITIONER’S MOTION FOR LEAVE TO FILE AMENDED

PETITION FOR CANCELLATION

PETITIONER NOR-CAL BEVERAGE CO., INC. (hereinafter, “NOR-CAL”), moves

the Board for leave to file an AMENDED PETITION FOR CANCELLATION, including the

recitation of additional factual circumstances in support of its Count I based upon abandonment, and

adding an additional Count II based upon fraud in the maintenance of Registration No. 2,227,005,

made the subject of the present Cancellation proceeding.

NOR-CAL simultaneously moves to stay all discovery, trial and testimony periods

pending a resolution of the instant Motion To Compel.
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PETITIONER’S MEMORANDUM

A.  Factual Background

NOR-CAL initiated the pending Cancellation proceeding on February 5, 2008, on the

grounds that Federal Registration No. 2,227,005, for GO GIRL, registered by ORTEGA’S

predecessor in interest, is subject to cancellation under 15 U.S.C. § 1064(3).  More specifically, the

grounds for cancellation, included the facts that the corporate charter of ORTEGA’S predecessor in

interest had been revoked and its corporate powers suspended as of the date that an alleged

assignment of the ‘005 Registration was executed, that no right, title or interest in the ‘005

Registration was ever transferred to ORTEGA, that no Section 8 Affidavit of Use was ever filed by

the owner of the ‘005 Registration, that the GO GIRL mark and ‘005 Registration were effectively

abandoned by ORTEGA’S predecessor in interest, and therefor that the ‘005 Registration was

subject to cancellation under the Act. 

Since the time that the present Petition For Cancellation was filed, Petitioner has

become aware of additional facts, and has recently come into possession of additional documents,

which provide further grounds in support of its Count I (Abandonment), and also provide grounds

for a new Count II (Fraud).  In bringing this Motion, Petitioner seeks leave to file its AMENDED

PETITION FOR CANCELLATION, so that all matters known at this time which form bases for

cancellation of the ‘005 Registration, may be fully adjudicated.

B.  Attempt To Obtain Consent From Opposing Counsel Before Bringing Motion

On March 26, 2009, NOR-CAL’S counsel sent a letter to counsel for Respondent

ORTEGA, providing him with a copy of the proposed AMENDED PETITION FOR

CANCELLATION.  The letter requested his consent so that this pleading could be filed without
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having to bring a Motion For Leave To Amend before the Board.  A true and accurate photocopy of

that letter, identified as “Exhibit A”, is appended to this Motion.  A true and accurate photocopy of

the AMENDED PETITION FOR CANCELLATION which accompanied that letter, is also

appended to this Motion and is identified as “Exhibit B”.

In the above-referenced letter, Respondent’s counsel was apprised of the factual

circumstances regarding the discovery of documents and information since the filing of the original

PETITION FOR CANCELLATION, which provide additional support for the existing Count, and

provide support for a new Count.  The offer was also made, to provide copies of the documents

which substantiate the amendments made to Count I in the amended pleading.  It was also noted that

the documents and information which provide support for the new grounds for cancellation, set forth

in Count II, were in the hands of ORTEGA’S counsel, as they were provided in response to

Petitioner’s discovery requests (Responses To Interrogatories And Requests For Documents).

No response whatsoever has been received by Petitioner’s counsel to the above-

referenced letter, necessitating the filing of the present Motion.

C.  Memorandum In Support Of Motion

Under the provisions of Fed. R. Civ.P 15(a), leave to file amended pleadings is freely

given when justice so requires.  Accordingly, the Board liberally grants leave to amend pleadings

at any stage of the proceeding, unless entry of the proposed amendment would violate settled law

or be prejudicial to the rights of the adverse party.  See, e.g., Commodore Electronics Ltd. v. CBM

Kabushiki Kaisha, 26 U.S.P.Q.2d 1503 (TTAB 1993); United States Olympic Committee v. O-M

Bread Inc., 26 U.S.P.Q.2d 1221 (TTAB 1993).

One factor to consider is the timing of the Motion.  In other words, would Respondent
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be prejudiced by allowance of the proposed amendment?  See, TBMP § 507.02 (2  ed. Rev. 2004).nd

A Motion For Leave To Amend should be filed as soon as any grounds for such amendment, such

as newly discovered evidence, becomes apparent to the moving party.  Another factor is the legal

sufficiency of the pleading. Where the moving party seeks to add a new claim, and the proposed

pleading is legally insufficient, or would serve no useful purpose, the Board may deny the motion

for leave to amend.  See, Octocom Systems Inc. v. Houston Computer Services, Inc., 16 U.S.P.Q.2d

1783 (Fed. Cir. 1990).  Thus, the Board should consider whether there is undue prejudice to

Respondent and whether the proposed Amended pleading is legally sufficient.  See, e.g., Cool-Ray,

Inc. v. Eye Care, Inc., 183 U.S.P.Q. 618, at 621 (TTAB 1974).

1.  Amendments To Count I (Abandonment)

Petitioner’s original Petition For Cancellation pleaded facts regarding the forfeiture

of the corporate charter of ORTEGA’S predecessor in interest, prior to the time that the ‘005

Registration was allegedly assigned to Respondent ORTEGA, on June 22, 2001, making the

assignment null and void.  (See, ¶¶ 7-10 of Petition To Cancel).  This pleading also recited that

ORTEGA’S predecessor in interest, Girl World Sports, Inc. filed no Section 8 Affidavit Of Use, nor

did any other rightful owner of the ‘005 Registration, effectively making the ‘005 Registration

subject to cancellation as abandoned.  (See, ¶¶ 11-14). 

Since the filing of its original pleading, Petitioner has discovered through its own

independent investigations that: (1) ORTEGA’S predecessor in interest, Girl World Sports, Inc.,

filed for bankruptcy on December 10, 1999; (2) Girl World Sports, Inc. entered into a “Purchase And

Sale Agreement” on April 18, 2000 with RCL Investments, Inc., in which purchased assets included

the name Girl World Sports and all goodwill associated therewith [and] all copyrights and
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trademarks connected to that entity; (3) On or about June 9, 2000, the Bankruptcy Court overseeing

the bankruptcy of Girl World Sports, Inc. approved the “Purchase And Sale Agreement”; (4) On or

about September 25, 2000, the Bankruptcy Court entered a final decree for the bankruptcy

proceeding for Girl World Sports, Inc., and the case was closed.  (See, ¶¶ 7-12 of AMENDED

PETITION TO CANCEL).

Certified documents from the records of the Bankruptcy Court in Texas,

substantiating the foregoing facts, were first obtained by Petitioner on January 21, 2009.  These

records evidence that more than a year before Girl World Sports, Inc. allegedly assigned the ‘005

Registration to Respondent ORTEGA, the ‘005 Registration had already been sold and transferred

to a third party, RCL Investments, Inc., and that by September 25, 2000, the foregoing sale of assets

had been approved, and the bankruptcy for Girl World Sports, Inc. was closed. 

These records and the facts evidenced therein, provide further grounds to substantiate

Petitioner’s contentions that the alleged assignment of the ‘005 Registration to ORTEGA was null

and void, and without legal effect.  Moreover, this recently obtained evidence further substantiates

that the failure of Girl World Sports, Inc., or any other party having legal rights to the ‘005

Registration, to file an Affidavit of Use respecting the ‘005 Registration, constitutes an abandonment

of the GO GIRL mark and the ‘005 Registration pertaining thereto. 

2.  New Count II (Fraud)

Petitioner’s original Petition For Cancellation did not include any count for

cancellation of the ‘005 Registration, based upon fraud.  However, Petitioner has determined from

a review of documents recently provided by Respondent ORTEGA pursuant to discovery requests,

that a fraud was committed on the USPTO in maintaining the ‘005 Registration.  Count II, setting
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forth the pleadings for this fraud, are set forth in ¶¶ 22-25 of AMENDED PETITION TO CANCEL,

Exhibit B, hereto. 

Count II essentially recites that at the time Respondent ORTEGA filed a Section 8

Affidavit of Use regarding the ‘005 Registration, ORTEGA knew that the GO GIRL trademark had

not been in continuous use by her in commerce for five consecutive years at least in connection with

Sweat pants and Leggings, two of the goods specifically recited in the ‘005 Registration.  Fraud in

maintaining a trademark registration occurs when a registrant in a declaration of use or a renewal

application, knowingly makes false, material representations of fact in connection with a post-

registration filing.  See, e.g. Torres v. Cantaine Torresella S.r.l., 1 U.S.P.Q.2d 1483, at 1484,

(CAFC 1986).  In this case, Count II adequately recites the elements of a fraud claim, under the

standards of Fed. R. Civ. P. 9(b), particularly with respect to the scienter requirement.  Compare,

Media Online Inc. v. El Clasificado Inc., 88 U.S.P.Q.2d 1285, at 1287 (TTAB 2008).

As to the timing of Petitioner’s Motion For Leave To Amend respecting Count II, on

January 16, 2009, ORTEGA provided for the first time a disk containing an electronic copy of some

6000 documents, produced in response to Petitioner’s Request For Production Of Documents.  The

Board will recall that on January 16, 2009, Petitioner filed a Motion To Compel Discovery, which

stayed all proceedings, pending disposition.  The Board ruled on Petitioner’s Motion on March 5,

2009, effectively reopening proceedings and Petitioner’s ability to bring this Motion.  As recited

above, on March 26, 2009, Petitioner’s counsel sent a letter to Respondent’s counsel, requesting

consent to file the instant amended pleading.  It is believed that Petitioner has acted quickly and

expeditiously, in connection with making this filing in timely fashion after the discovery of new

evidence to support a new Count.
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CONCLUSION AND ORDER REQUESTED

Petitioner NOR-CAL submits that in view of all the foregoing facts and

circumstances and the applicable law, the AMENDED PETITION TO CANCEL is not unduly

prejudicial to Respondent, was brought in timely fashion, and is legally sufficient.  Accordingly,

Petitioner respectfully requests that leave to file its AMENDED PETITION TO CANCEL be

granted, and that all existing discovery and trial deadlines, including Testimony Periods be stayed,

and subsequently reset, pending a resolution of this Motion.

Respectfully submitted,

Dated: April 16, 2009              /R. Michael West/           

Sacramento, California R. Michael West

 Attorney For Petitioner

Attachments: Exhibits A and B

The correspondence address, and 

the telephone and facsimile numbers

for this communication are:

R. Michael West

The Law Offices Of

R. Michael West

1922 21  Streetst

Sacramento, California 95811

Telephone: (916)-444-5444

Facsimile: (916)-444-5441
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IN THE UNITED STATES TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re  Reg.  No. 2,227,005

Trademark: GO GIRL

__________________________________________

)

NOR-CAL BEVERAGE CO., INC. ) Cancellation No. 92048879

)

Petitioner And Counterclaim Defendant, )   DECLARATION OF

) R. MICHAEL WEST 

                      v. )

) EXHIBITS A and B TO MOTION

IRENE J. ORTEGA, dba GOGIRL ACTIVEWEAR) FOR LEAVE TO FILE AMENDED

) PETITION FOR CANCELLATION

Respondent And Counterclaim Plaintiff. )

__________________________________________/

I, R. Michael West, declare and state as follows:

1. I am an attorney at law, and am Petitioner’s counsel of record in connection with this

Cancellation proceeding.  I have personal knowledge of the facts contained in this Declaration, and

I could and would testify competently to these facts if called as a witness.

 2.   Appended hereto is a true and accurate photocopy of the letter sent on March 26,

2009, to counsel for Respondent ORTEGA, identified as “Exhibit A”.

3.  A true and accurate photocopy of the AMENDED PETITION FOR

CANCELLATION which accompanied that letter, is appended and identified as “Exhibit B”.

I declare under penalty of perjury, under the laws of the United States, that the facts set
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forth in this Declaration are true, that all statements made of my own knowledge are true, and that

all statements made on information and belief are believed to be true.

Dated:        April 16, 2009                      /R. Michael West/      

R. Michael West

Attachments: Exhibits A and B 

























IN THE UNITED STATES TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re  Reg.  No. 2,227,005

Trademark: GO GIRL

________________________________________________

)

NOR-CAL BEVERAGE CO., INC. ) Cancellation No. 92048879

)

Petitioner And Counterclaim Defendant, )    CERTIFICATE OF 

)          SERVICE          

                      v. )  

)

IRENE J. ORTEGA, dba GOGIRL ACTIVEWEAR )

)  
Respondent And Counterclaim Plaintiff. )  

________________________________________________/

I hereby certify that a copy of the documents described following:

PETITIONER’S MOTION FOR LEAVE TO FILE AMENDED PETITION FOR

CANCELLATION;  DECLARATION OF R. MICHAEL WEST;  EXHIBIT A and EXHIBIT B.

were mailed on the date set forth opposite my signature, by First Class Mail, postage prepaid, and

addressed as follows:

Barry F. Soalt, Esq.

Procopio, Cory, Hargreaves & Savitch, LLP

530 B Street, Suite 2100

San Diego, California 92101 

Dated:       April 16, 2009          /Lee Chase/                      

Lee Chase


